
IN THE SUPREME COURT OF THE UNITED KINGDOM   
ON APPEAL FROM THE COURT OF APPEAL OF ENGLAND AND WALES 
(CIVIL DIVISION)   

B E T W E E N:  

(1) TESLA, INC.
(2) TESLA MOTORS LIMITED Appellants/Claimants 

and 

(1) INTERDIGITAL PATENT HOLDINGS, INC.
(2) INTERDIGITAL HOLDINGS, INC.

(3) AVANCI, LLC Respondents/Defendants 

APPELLANTS’ WRITTEN CASE 

(Unless defined below, defined terms have been carried over from the Statement of Facts and Issues.) 

I. INTRODUCTION AND OVERVIEW

Tesla

CA Judgment

HC 

Judgment

SEPs

FRAND

InterDigital

Avanci
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Challenged Patents Patent Claims

Licensing Claims

FRAND Commitment

ETSI

1

4 

29



“it would be untenable for 

the Platform to offer terms determined as non-FRAND against Avanci”

“which Tesla has 

a legitimate interest in pursuing and which would in principle serve a proper purpose”

“commercial rationale”

does not sit back and wait for demands from 

SEP licensors” “takes active steps to seek out the licences that it needs”
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NITP
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IDH IDPH

Section II

Section III

Section IV
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II. SERIOUS ISSUE TO BE TRIED (Tesla Grounds 1-3; InterDigital NITP Ground

1) 

(a) Introduction: the relevant test

per  

per 

“bound to fail” “hopeless”

per  

 

“general rule is that it is not normally appropriate in a summary procedure (such as an 

application to strike out or for summary judgment) to decide a controversial question of law in a 

developing area”  

(b) The procedural context

“This raises a point of principle: must the Platform licence be FRAND? Tesla says the collective 
FRAND Commitments of Members require the Platform licence to be FRAND (POC ¶¶41, 54, 
59). IDG says it suffices for individual Members to offer bilateral FRAND licences: the Platform 
licence is merely a commercial alternative which need not be FRAND (Brodie 3 ¶14). IDG does 

“issue of whether FRAND principles apply to the SPLA is not a point that InterDigital 
takes at this hearing for the purposes of the “serious issue to be tried” requirement”
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not say Tesla’s case on this is unarguable at the “serious issue to be tried” level for purposes of 
jurisdiction, but the point would be disputed on the merits.”

“gating trial”

 

(c) The substantive context

“the Declarant hereby irrevocably declares that (1) it and its AFFILIATES are prepared to grant 
irrevocable licenses under its/their IPR(s) on terms and conditions which are in accordance with 
Clause 6.1 of the ETSI IPR Policy, in respect of the STANDARD(S), TECHNICAL 
SPECIFICATION(S), or the ETSI Project(s), as identified above, to the extent that the IPR(s) 
are or become, and remain ESSENTIAL to practice that/those STANDARD(S) or 
TECHNICAL SPECIFICATION(S) or, as applicable, any STANDARD or 
TECHNICAL SPECIFICATION resulting from proposals or Work Items within the current 
scope of the above identified ETSI Project(s), for the field of use of practice of such STANDARD 
or TECHNICAL SPECIFICATION; and (2) it will comply with Clause 6.1bis of the ETSI 
IPR Policy with respect to such ESSENTIAL IPR(s).

licences on fair, reasonable and non-discriminatory 

("FRAND") terms and conditions

 

fair, 

reasonable and non-discriminatory terms commercial practice in the 

relevant market is likely to be highly relevant to an assessment of what terms are fair and reasonable for these 

purposes 

… the courts below were correct to 

infer that in framing its IPR Policy ETSI intended that parties and courts should look to and draw on 

commercial practice in the real world  
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per

 per

per

per  

n practice, many of the Patentees will 

rely on an Avanci offer to discharge their obligation to offer a licence of their SEPs to automotive makers on 

FRAND terms

in reality even if not formally, most 

members of the Avanci 5G Platform rely upon the availability of a licence under that platform as fulfilling 

their FRAND obligations

per  

(d) Is the Avanci 5G Pool Licence arguably required to be FRAND? (Tesla Ground 1) 
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 “as a matter of “commercial 

reality” the only licence of UK SEPs covered by the Avanci 5G Platform is a global platform licence”

(i) There is no basis for construing the FRAND Commitment as ceasing to apply when a SEP owner offers to 

license jointly through a pool  

“like other contracts in French law, by reference to

the language used in the relevant contractual clauses of the contract and also by having regard to the context”

“policy objectives”

“grant irrevocable licenses under its/their IPR(s)” “fair, reasonable and non-discriminatory 

("FRAND") terms and conditions “offer which is capable of acceptance, 

and actually FRAND”
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opposite

“excessive power to disrupt an otherwise global market to the prejudice of manufacturers of 

equipment using such inventions (“implementers”) and to exact excessive royalties for the use of their 

inventions in relation to SEPs”

“developed … with the close 

involvement of the European Commission, which reflects the importance of FRAND from the point of view 

of competition policy”  per
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inter alia “the pooled technologies are licensed out to all potential licensees on 

FRAND terms”

“[t]he essential cellular 

SEPs licensed here are subject to FRAND commitments” “Avanci represents that its current rates 

for the 4G Platform are FRAND”  “Avanci intends its 5G rates also to be FRAND”

“can enforce the commitments in contract proceedings if there are disputes”

“for an implementer to refuse a pool licence but to insist only on a 

bilateral licence would require justification in a case where the pool comprised patents claimed to be essential 

to a particular standard which had been implemented by the products in question”

“an offer for a licence to a pool has consistently been held 

to be FRAND and second, that a licensee seeking a bilateral only offer must have some legitimate interest 

for so doing”

pace
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itself

grant

“to enter into a contract by specific performance of the 

FRAND undertaking” per

 

legally enforceable 

right to a FRAND licence

obiter

“to be offered a FRAND licence under the UK SEPs in the … pool”

39



(ii) There is a serious issue to be tried as to whether the FRAND licence under the UK SEPs in suit is a pool 

licence at a FRAND rate

inter 

alia

PoC

What the owners have not agreed to do, on any sensible interpretation of the contractual arrangements 
with ETSI, is to license their SEPs on a collective basis with other SEP owners, whether on 
“FRAND terms” or on any terms. The undertaking clearly and distinctly creates an obligation on 
individual owners to license the Patent Family of their declared SEPs, but it cannot be interpreted as 
extending to include licensing a portfolio which includes many SEPs owned by other organisations 
altogether.

per …the owners (or their organisations) who have placed their SEPs on the Avanci 5G 
Platform … are each separately contractually obliged to negotiate with Tesla the terms of a licence for their own portfolio of SEPs 
on FRAND terms, and to grant such a licence
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chosen

“as a matter of “commercial 

reality” the only licence of UK SEPs covered by the Avanci 5G Platform is a global platform licence” 

 

Tesla allege that, as a matter of commercial reality, the only licence of UK SEPs covered by the 
Avanci 5G Platform which can be FRAND is a global platform licence of the kind offered by 
Avanci as agent for the SEP owners because negotiating bilateral licences with more than 65 SEP 
owners is impracticable. Tesla also allege that, in reality even if not formally, most members of the 
Avanci 5G Platform rely upon the availability of a licence under that platform as fulfilling their 
FRAND obligations. Although these allegations are disputed by Avanci (and InterDigital), I 
consider that Tesla have a real prospect of establishing them. Indeed, the former allegation receives 
some support from a striking submission made by counsel for Avanci himself, who has considerable 
experience in this field, that there was a stark difference between what Avanci had achieved with its 
Platforms in the automotive sector and what he termed “the licensing debacle” in the mobile phone 
sector….” 

commercial practice in the real world

commercial reality

 

 “as a matter of “commercial 

reality” the only licence of UK SEPs covered by the Avanci 5G Platform is a global platform licence”. 
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(e) Could the declaratory relief fairly be granted in the absence of other Avanci 5G

Licensors? (Tesla Ground 2) 

“considerations of procedural fairness”

, 

bound to fail

“except in very special circumstances”

“protean concept” “dependent on the context of 

the decision, and this is to be taken into account in all its aspects”
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based on its own investigations had any say in the choice of rate

(f) Does Tesla’s case arguably advance or embrace the possibility of a bilateral licence

from InterDigital? (Tesla Ground 3) 

 

per
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“A declaration that the terms of the SPLA in so far as they relate to any patents in the Avanci 5G 
Pool which designate the United Kingdom are not FRAND and therefore do not comply with the 
relevant FRAND commitments given under Clause 6.1 of the ETSI IPR Policy; alternatively, a 
declaration as to the terms which are FRAND for those patents (alternatively, such patents within 
that pool as are owned by InterDigital).” 

As pleaded below, Tesla is a beneficiary of InterDigital’s FRAND Commitment (as to which see 
paragraph 54 below); it is, accordingly, entitled to a licence on FRAND terms covering InterDigital’s 
International SEP Portfolio (including InterDigital’s UK SEP Portfolio and the Challenged 
Patents) and further entitled to such a licence by the time that it begins to sell Tesla 5G-enabled 
Vehicles in the United Kingdom.

“embrace the possibility that 

a FRAND licence of InterDigital's SEPs is a bilateral licence on terms to be determined by the Patents 

Court, i.e. a licence which extends to all of the SEPs in InterDigital's global portfolio”

 

(g) Would declaratory relief against InterDigital arguably serve a useful purpose?

(InterDigital NITP Ground 1) 

“which Tesla has a legitimate interest 

in pursuing and which would in principle serve a proper purpose” “commercial 

rationale”  

(g) Conclusion on serious issue to be tried

Section II
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III. AVAILABILITY OF CPR 63.14(2) AND GATEWAYS (InterDigital NITP Grounds

2 & 3; InterDigital Cross-Appeal, Ground 1) 

(a) Introduction

 

 

 

 

(b) The current law on CPR 63.14 and Gateway 11 in implementer-commenced claims
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“sit back and wait for demands from SEP licensors”

 

 

per  

per

  per  

per 

 

 

per 

 

 

per

 

 per 
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(c) InterDigital’s challenge to the current position

SEP holders and implementers

“sit back and 

wait for demands from SEP owners

one way licence and cross-licence scenarios

(d) CPR 63.14

28  
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to all intellectual property claims including …

registered intellectual property rights such as … patents

A claim form relating to a registered right may be served … on a party

who has registered the right at the address for service given for that right in the appropriate register at … the 

United Kingdom Patent Office … provided the address is within the United Kingdom

relate

wholly or principally

per

 

relating to

“relating to”

 subject matter of the licence

subject matter of the claim

not 

only right but supported by all the preceding and carefully reasoned decisions obiter 

simply because it owns patents within the jurisdiction

It is no trivial matter for a party to have patents within the jurisdiction.  Patentees choose to do so 
and it makes perfect sense that if they do, then they are subject to the jurisdiction of the courts here 
when it comes to determining the scope and effect of their monopolies.  It is entirely sensible that claims 
about patents can be served in the jurisdiction as of right and in a broader context it is obviously 
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rational for ownership of a patent in the UK to be regarded as a sufficient connection in the sense in 
which Lord Leggatt was considering that in Brownlie II.

 

First

 

Secondly intellectual property claims

Thirdly

relate

Alleged inconsistency with 

211. In Actavis Group HF v Eli Lilly & Co [2013] EWCA Civ 517, [2013] RPC 37 this 
Court held that a claim form seeking declarations of non-infringement had not been validly served 
pursuant to rule 63.14(2) in so far it related to French, German, Italian and Spanish designations 
of a European Patent as opposed to the UK designation. This is because, once granted, European 
Patents are distinct national patents even though they are the result of a single application to the 
European Patent Office. Thus they are commonly referred to as “bundle patents”. A European 
Patent (UK) is, by virtue of provisions of the Patents Act 1977 which it is unnecessary to set out, a 
patent under the 1977 Act, but European Patents (DE), (FR), (IT) and (SP) are not. 

212. InterDigital argue that this reasoning applies to the Licensing Claims. I disagree. Once again,
the point depends upon the proper characterisation of the Licensing Claims. The Licensing Claims 
seek to enforce the FRAND obligations attaching to InterDigital’s UK SEPs, and thus “relate to” 
patents under the 1977 Act as explained above. It makes no difference that Tesla contend that a 
FRAND licence of InterDigital’s UK SEPs is a licence which extends to InterDigital’s non UK-
SEPs, and indeed non-UK SEPs of other members of the Avanci 5G Platform.
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Whether the Licensing Claims are claims within CPR Part 63

claims under the Patents Act 1977

intellectual property claims including… patents  

 relate to

 

relating to

about connected to

relating to

about connected to”  

Alleged minor nature of UK patents as component of the Avanci 5G Platform

  

antithetical irreconcilable

determining FRAND terms in relation to foreign SEPs
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(e) Gateway 11 

The subject matter of the claim relates wholly or principally to property 

within the jurisdiction, provided that nothing under this paragraph shall render justiciable the title to or the 

right to possession of immovable property outside England and Wales.

. 

there is no such thing as a free-standing FRAND claim

I am prepared to accept that if Vestel did claim to have a legally enforceable right against a patentee 
or a licensing agent of a patentee, whereby Vestel were entitled to be offered a FRAND licence under 
the UK SEPs in the HEVC Advance pool, then the subject matter of that particular claim would 
be the UK SEPs. The question that claim would be concerned with is the licence terms which are 
available to license those UK rights. The fact that the only licence of the UK patents which is 
FRAND would also involve licensing foreign patents does not alter the subject matter of the claim. 
The fact that UK patents in the FRAND licence were only 5% or less of the patents licensed by it 
would make no difference. I would hold that such a claim was one which related wholly or principally 
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to property within the jurisdiction and therefore fell within gateway 11. If I am differing from the judge 
below in this respect it may be because in the court below Vestel never clearly narrowed its claim to 
the extent it now does.” 

no hesitation

“part of Birss LJ’s careful analysis of the way that licensing claims work”

“right in principle”

.

wholly or principally

“In my judgment, this obiter comment of Birss LJ is correct. Nokia’s argument confuses the subject 
matter of the licence that is sought with the subject matter of the claim that is brought. The claim is 
one to enforce the contractual obligation of Nokia pursuant to the declarations made in respect of the 
two UK patents, to grant a licence on RAND terms. That is a claim which relates wholly to property 
within the jurisdiction, even though the licence sought is one that covers a global portfolio of patents, 
of which the UK patents are only a small element. The legislative history of the rule does not, in my 
view, affect that conclusion. I note that Fancourt J in Tesla v Avanci [2024] EWHC 1815 (Ch), 
at §45, considered that Birss LJ’s conclusion on this point was right in principle.”

 

“…the Licensing Claims relate wholly to property within the jurisdiction because the claims concern 
UK SEPs. InterDigital argue that the jurisdiction question cannot be determined by what 
InterDigital characterise as the artificial framing of the declarations sought by Tesla, when in reality 
the claim on Tesla’s own case is a contractual claim to a global licence of SEPs, the vast majority of 
which are non-UK SEPs. While I appreciate the superficial attraction of this argument, I do not 
accept it for reasons which should be familiar to students of the English courts’ jurisprudence in this 
field. In short, it is necessary to distinguish between the property on the one hand and the FRAND 
obligation which affects it on the other hand. Patents are territorial rights, but (i) standards such as 
the ETSI Standards are global standards which are exploited globally, (ii) the FRAND obligation 
under clause 6.1 is a global one and (iii) a licence on FRAND terms may well be a global one 
(meaning that a UK-only licence is not FRAND). Thus a licence to a single UK SEP on FRAND 
terms can be, and often is, a global licence to all corresponding SEPs (and indeed other families of 
SEPs in the same portfolio). In Nokia v OPPO this Court upheld the jurisdiction of the English 
courts in respect of the claim even though the UK represented less than 0.5% of the relevant market 
(which does not necessarily mean that only 0.5% of the SEPs were UK ones, but nevertheless gives a 
sense of the order of magnitude). That case concerned an infringement claim, and so the jurisdictional 
analysis was somewhat different, but nevertheless it illustrates the point. Thus the Licensing Claims 
relate wholly to UK SEPs even though it is Tesla’s case that the FRAND obligations attaching to 
those UK SEPs carry with them an obligation to grant a licence of global, and not merely UK, extent. 
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Indeed, neither Avanci nor InterDigital dispute that a licence on FRAND terms of the relevant 
SEPs would be a global one.” 

,

  ratio decidendi

wholly or principally

  

(f) Gateway 3 

“did not uphold Gateway 3”

“necessary or proper party to that claim”  

(g) Conclusion as to CPR 63.14 and the gateways
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IV. APPROPRIATE FORUM (Tesla Ground 5; InterDigital NITP Grounds 5 & 6;

InterDigital Cross-Appeal Ground 2; Avanci NITP Ground 1) 

(a) Introduction

obiter

(b) Characterisation (Avanci NITP Ground 1; InterDigital NITP Ground 5(i) & (ii);

InterDigital Cross-Appeal Ground 2) 

what terms for a licence of the UK SEPs in Avanci’s 5G Platform are FRAND

a licensing claim about FRAND terms for a worldwide licence of the 5G SEPs

 

a declaration that the terms of the SPLA in so far as they relate to any patents in the Avanci 5G Pool 

which designate the United Kingdom are not FRAND … alternatively, a declaration as to the terms which 

are FRAND for those patents
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(c) The Delaware Court of Chancery is not an available forum for the claim as properly

characterised (Tesla Ground 5; Avanci NITP Ground 1; InterDigital Ground 5(i) & 

(iii)) 

 per  

“… A challenge to jurisdiction on forum conveniens grounds requires the challenger to identify some 
other forum which does have jurisdiction to determine the dispute. Even in a case where permission is 
required to serve out of the jurisdiction, so that the burden then shifts to the claimant to show that 
England is the more appropriate forum, that still requires there to be another candidate with the 
requisite jurisdiction.  

identify

 

it has not been shown that the Delaware Court

of Chancery, to which the Defendants have agreed to submit, is not an available and appropriate forum for 

the licensing claim
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personal

 

 

if Tesla were to bring the Licensing Claims against Avanci in the Delaware Court of Chancery, 
Avanci would be likely to move to dismiss those claims on the ground that US courts lack subject 
matter jurisdiction, alternatively should not exercise any such jurisdiction, in respect of claims 
concerning foreign patents, and that motion would be likely to succeed. Accordingly, on the balance of 
probabilities, the Delaware Court of Chancery is not an available forum for the determination of the 
dispute as properly characterised. The same conclusion applies to Tesla’s Licensing Claims against 
InterDigital. I would add that, in my view, the same conclusion would apply to the dispute as 
characterised by the judge, because the US courts would probably not accept jurisdiction in respect of 
the non-US patents.” 

,  

I accept and prefer Amazon’s evidence that the 

Delaware court would not entertain a global rate setting claim in the absence of InterDigital’s consent.” 
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unlikely to would 

not

for a global licence of 5G SEPs

for a global licence

(d) The Delaware Court of Chancery is not clearly or distinctly more appropriate (Tesla

Ground 5; Avanci NITP Ground 1; InterDigital NITP Ground 5(iii) & 6; Cross-

Appeal Ground 2)
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clearing the platform

Each standard-essential patent 

holder will have to decide whether the Avanci Platform comports with its own FRAND 

commitments.

(e) Discretion to set aside service out (InterDigital NITP Ground 7)
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forum (non) conveniens

forum 

conveniens justified only 

in rare or compelling circumstances

V. CONCLUSION

JAMES SEGAN KC LIGIA OSEPCIU

INSTRUCTED BY POWELL GILBERT LLP 

13 JANUARY 2026
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